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PROCEEDINGS

JUDGE McGUIRE: This hearing is now in order.
Before we get started today, are there any housekeeping
tasks we need to concern ourselves with or can we
proceed?

MR. OLIVER: Not at this time, Your Honor.

JUDGE McGUIRE: Mr. Stone, anything on behalf of
respondent?

MR. STONE: None, Your Honor.

JUDGE McGUIRE: Then you may call your next
witness.

MR. OLIVER: Your Honor, Ms. Suzanne Michel
will handle the next witness on behalf of complaint
counsel.

JUDGE McGUIRE: Okay, thank you. All right, Ms.
Michel? And then how is that spelled, Ms. Michel?

MS. MICHEL: 1t"s M I CH E L. Your Honor,
complaint counsel calls Mr. Mark Nusbaum to the stand.

JUDGE McGUIRE: Mr. Nusbaum, please approach and
remain standing while you"re sworn by the court
reporter.
Whereupon--

MARK E. NUSBAUM

a witness, called for examination, having been first
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duly sworn, was examined and testified as
DIRECT EXAMINATION

BY MS. MICHEL:

follows:

1484
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A. In 1969, 1 received a Bachelor of Science degree
in electrical engineering from the University of
Marylanda. 1In 1974, 1 received a juris doctorate degree
from the American University"s Washington College of
Law.

Q. Did you graduate with honors from the electrical
engineering program at the University of Maryland?

A. Yes, I did.

Q- Were you elected to honor societies there?

A. | was elected to the General Engineering Honor
Society and the Electrical Engineering Honor Society.

MR. STONE: Your Honor, in Ms. Michel would
like, we would be happy to stipulate the three topics

Mr. Nusbaum has identified in his intended testimony
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Trademark Office for 17 years in various capacities, and
on virtually a daily basis for those 17 years, | was
either personally examining or involved in patent
examining activities.

Q- And when did you first start with the patent
office?

A_. | started with the Patent & Trademark Office in
July of 1969.

Q- When you did first start at the patent office,
were you assigned to examine any particular types of
patent applications?

A. Yes, | was assigned to examine patent
applications in the so-called art unit and was
responsible for examining general purpose digital data
processing systems related applications and special
purpose digital data processing systems patent
applications.

Q. In what years were you assigned to the art unit
that examined those types of applications?

A. From 1969 through 1980.

Q- What were your duties during that time?

A. My duties during that time were essentially to
examine patent applications. |1 would estimate that over
that time frame 1 examined somewhere in the neighborhood

of between 700 and a thousand patent applications in
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this art area. Later on during -- in the latter part of
that time frame, 1 was also involved, to some extent, in
supervising junior patent examiners.

Q. You mentioned that you examined patent
applications in the general computer art -- of general
computer systems. Could you please just briefly explain
what you mean by that, what kind of applications were
involved?

A_. The kind of applications that were involved in
terms of general technological subject matter were with
respect to the general purpose digital data processing
arts. | examined patent applications that related to
any particular subsystem of a computer system, such as
the central processing unit or the storage subsystem. |
examined applications related to multiple computers,
so-called multiprocessor systems. In special purpose
data processing art, 1 examined patent applications
relating to, for example, display processing systems,
printer control systems.

I recall having personally examined the very
first entire computer that was fabricated on a single
semiconductor chip. 1 also examined a number of the
very Tirst microprocessor related patent applications.

Q. And how does this general technological subject

matter that you examined compare with the subject matter
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examining requires more than an undergraduate level

degree

after a grilling by a patent office committee,

of knowledge to understand, and then secondly,

it has to

be determined that the particular candidate has mastered

that technology.

Q.

Did you receive a master”s level rating in the

art area which you examined?

A.

Q.

1s?

A.

Yes, | did. That was in early 1975.

Could you please explain what a primary examiner

A primary examiner is a patent examiner who has

been granted the authority by the Patent & Trademark

Office

to either finally reject a patent application or

to allow a patent application to mature into an issued

patent over his or her own signature.

Q.
A.

Did you become a primary examiner?

I did. And that would have been somewhere in

the vicinity of mid-1975.

Q.
in the
Al
Q.
Al

Did you ever receive the senior examiner rating
computer art system area which you examined?
Yes, | did. 1In 1977.

What does that rating mean?

A senior examiner rating Is not necessarily a

rating which is awarded to a person who is most senior

in a particular art area. In essence, it"s an
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indication that the examiner®s supervisor viewed that
particular examiner as being the most knowledgeable
patent examiner In that examining art area.

Q. Did you at some point become a supervisory
patent examiner?

A. I did, in 1980.

Q- What were the responsibilities of a supervisory
patent examiner?

A_ A supervisory patent examiner is charged with
the responsibility of managing an examining art unit
which are now referred to as technology centers, but
there are a group of 10 to 15 to perhaps as many as 20
patent examiners, and the supervisory patent examiner is
responsible for making sure that the quality of
examination in the art unit remains as high as possible
while the examiners achieve their expected productivity.
A supervisory patent examiner®s job to a large extent
involves training new examiners, evaluating examiner
work product and answering legal and technical questions
either from the examiners iIn the art unit or the manager
of a group of art units.

Q. What technological areas did you supervise?

A_ | supervised the same general purpose and
special purpose technological area, that digital data

processing art area that 1 examined in. |1 also was
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responsible for supervising an area that related to a
vast array of applications of computers such as patient
monitoring, measuring of testing systems, computers used
in control systems. 1 was also responsible to a lesser
extent for some multiplex communication technology.

Q. What position did you assume in the patent
office after being a supervisory patent examiner?

A. In 19 —- in 1983, 1 was appointed to the United
States Patent & Trademark Office"s Board of Patent
Appeals and Interferences.

Q- What was your title in that position?

A. My title at that time as a member of the Patent
Office Board of Appeals and Interferences was examiner
in chief. Today, members of the board are referred to
as administrative patent judges.

Q. What is the Board of Patent Appeals and
Interferences?

A. The Board of Patent Appeals and Interferences is
a quasi judicial body within the Patent & Trademark
Office, and the responsibility of the board is to decide
appeals by patent applicants who receive two rejections
or typically a final rejection from a primary patent
examiner .

Q. Did you have to write opinions as a member of

the board?
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A_. Yes, every appeal at the Patent & Trademark
Office ends with a written opinion where the board panel
either affirms or reverses the examiner®"s objections.

Q. Did any of the cases in which you heard at the
board involve computer-related technology?

A. Yes. The unofficial segment of the Board of
Appeals that 1 worked in was a group of five or six
board members who handled appeals emanating from the
electrical -- so-called electrical examining groups.

The art area where | examined, the examining group where
I examined was one of those groups, and as long as |
wasn"t personally responsible for any application, it
was actually highly likely that I would have been
assigned on panels that heard computer systems or
storage technology related appeals.

Q. What options does a patent applicant have if the
board of appeals affirms a patent examiner"s final
rejection of an application?

A_ A patent applicant has the option to appeal
directly to the Court of Appeals for the Federal Circuit

or alternatively to initiate an action in the Federal
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A_. I would roughly estimate somewhere between 750
and a thousand appeals that | was involved in.

Q- And how many opinions did you draft?

A. | drafted somewhere on the order of 200
opinions.

Q. Were any of those appealed?

A. To the best of my knowledge, there were five
that were appealed.

Q. What was the outcome in those cases?

A. | was fortunate enough to have been affirmed on
all five.

Q. Did you receive any awards while you were at the
Patent & Trademark Office?

A. Yes, 1 did. I received awards pretty much every
year when | was personally examining patent applications
and as supervisor | received quality step increase
awards, and 1 also received the Commerce Department”s
Silver Medal Award.

Q. What was the basis for that Silver Medal Award?

A. The Silver Medal Award recognized my
accomplishments from 1969 to 1979. 1 was also
recognized for my efforts in reclassifying the computer
arts, and 1 believe for training examiners as well.

Q. Did you have any teaching responsibilities

within the PTO0?
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A. Yes, | did.

Q. What were they?

A_ | taught on a number of occasions a course in
the Patent & Trademark Office that was referred to as
the patent examiner initial training course, and what
this course was designed to do is to take brand new
patent examiners who have had no on-the-job experience
whatsoever and attempt to give them a solid ground in
fundamental aspects of patent law, and patent examining
process -- practice, pardon me. | also taught on a
couple of occasions an in-house course relating to
microprocessor technology.

Q- Mr. Nusbaum, did you ever serve as the chairman
of any U.S. Patent Office committees?

A. Yes. I served as chairman of a patent office
committee that was responsible for generating patent
examining guidelines for determining the eligibility of
patent applications that related to either computer
programs or mathematical algorithms for patent
protection, and | was the principal author of guidelines
that were the result of that committee"s work.

Q. Were you ever asked by the patent office to
speak to members of the bar regarding patent office
policy?

A. Yes, I was. 1 was asked to give lectures at
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other litigations.
Q. Okay, thank you.

Your Honor, at this point I would like to ask
the Court to recognize Mr. Nusbaum as an expert in
patent office practice and in patent law.

JUDGE McGUIRE: Mr. Stone, any voir dire?

MR. STONE: No, Your Honor. Not as to those two
topics.

JUDGE McGUIRE: Okay. So noted.

BY MS. MICHEL:

Q- Mr. Nusbaum, what is a patent?

A. A patent is a government grant in the nature of
a contract between the patentee and the United States
Government. The United States Government gives to the
patentee a right to exclude others from making, using,
selling or offering to sell a claimed invention for a
limited period of time. In return, the patentee gives
to the United States public a disclosure of a claimed
invention that satisfies the requirements of the patent
laws and adds to the United States technological base.

Q- What are the main parts of a patent?

A. The main parts of a patent include the written
description of a claimed invention that"s referred to as
the patent specification. The patent specification

concludes with one or more patent claims and in most
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Q- Would you please explain how a patent examiner
examines a patent application?

A_. A patent examiner reads and studies an original
patent application disclosure and -- including the
claims, and the patent examiner does that in order to
make sure that the disclosure satisfies the disclosure
requirements of the patent law and to gain an
understanding of the claimed invention.

The patent examiner then does a search of the
prior art that he or she has access to within the Patent
& Trademark Office. The patent examiner then compiles
all the various objections and rejections that he or she
may have In a communication, and that communication is
referred to as an official action. The examiner then
sends that official action to a patent applicant,
typically through the patent applicant®s patent
attorney.

Q. How does the patent applicant typically respond
to the office action?

A. Well, what the patent applicant does is to
respond to each and every objection and rejection that
was raised by the patent examiner, either by telling the
examiner that, examiner, you“re just wrong, for
identified legal and technical reasons. The patent

applicant may choose to amend, for example, the patent
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application claims, and then this response will be sent
in to the Patent & Trademark Office for the examiner®s
consideration.

Q. And what will an examiner typically do after
receiving that response?

A. The examiner may be convinced by the arguments
that are presented, and at that point, allow the patent
application, if he or she has the requisite authority,
or alternatively, the examiner may choose to reject
again, which typically is a final rejection, the patent
application restating the grounds of rejection.

Q. IFf the examiner finally rejects the patent
applications, what options does the patent applicant
have at that point?

A_ The patent applicant has an option of filing a
continuing application, an applicant has an option of
appealing to the Patent & Trademark Office"s Board of
Patent Appeals and Interferences, the body that I was a
member of.

Q. 1 think we"ll talk about continuing applications
again a little later. And what is the prosecution
history of a patent application?

A_ The prosecution history of a patent application
is the patent office"s file that"s maintained during the

examination process. It includes the original patent
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application and it"s a compilation of all the
communications that are exchanged between the patent
examiner and a patent applicant, either leading to the
abandonment of that particular patent application, or to
the issuance of that patent application.

Q. Let"s talk a little now about the requirements
for patentability. What requirements for patentability
does an examiner most commonly rely on when he rejects
an application?

A. A patent examiner most commonly relies on
disclosure, requirements for patentability, adequacy of
disclosure, claimed definiteness requirements,
requirements for patentability over the prior art, that
is to say that patent application claims must be both
new and non-obvious variations of the prior art.

Q. You mentioned prior art, what is prior art?

A_. That"s actually quite a complicated question to
answer fully. Prior art is defined by a section of the
patent law 35 USC 102 and the various subparagraphs, and
prior art most commonly may include properly dated
United States patents or publications. Prior art,
though, can also include commercial products that have
been offered for sale or in public use more than one
year prior to filing a patent application. Prior art

can include the prior work of another that has not been
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abandoned, suppressed or concealed, but at the risk of
oversimplification, prior art may be thought of in
general as prior technological developments that are
public, that are at least prior to a patent
application®s filing date.

Q. What"s the impact on patentability if the prior
art subject matter falls within the scope of a patent
claim?

A_. ITf the prior art falls within the scope of a
patent claim, then that claim is invalid. It"s
fundamental notion of patent law that you can"t patent
what"s old. You can"t get a right to exclude others
from subject matter that already belongs or exists in
the public domain.

Q. You also mentioned that examiners consider the
adequacy of the disclosure. What are the requirements
for the adequacy of the disclosure?

A. There are three requirements for adequacy of
disclosure. There"s a so-called enablement requirement,
a written description requirement, and a best mode
requirement. With respect to the enablement
requirement, It"s necessary that a patent application be
set forth in such full, clear, concise and exact
terminology that a person skilled in the art is enabled

to make and use the claimed invention without having to
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resort to undue experimentation.

With regard to the written description
requirement, it"s necessary that an original patent
application disclosure provide support for later added
claims subject matter, and what®"s meant by that is that
it"s necessary that the originally filed disclosure
evidence that a patent applicant was in possession of
the later claimed invention, as of the original filing
date.

With regard to the best mode requirement, if a
patent applicant has a contemplated best way of
implementing a claimed invention, that must be disclosed
in a patent application.

Q. You also mentioned that examiners consider the
definiteness of the claims. What are the requirements
for the claims to be definite?

A_ Claims are required by statute to particularly
point out and distinctly claim the invention. And that
requirement is satisfied if the words of a claim
circumscribe a particular area with a reasonable degree
of precision and particularity such that the bounds of
the invention are reasonably precise.

Q- Is it common practice for patent examiners to
reject patent application claims as being indefinite?

A. Yes, it"s extremely common for patent examiners
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1503

in an official action to reject claims based on
indefiniteness. 1 hesitate to indicate a particular
percentage, but it wouldn®t surprise me if as many as 75
to 90 percent of cases where there is a rejection, that
there will be an indefiniteness rejection. It"s
extremely common is the message I"m trying to give.

Q- Well, what in your opinion is the significance
of this practice in the patent office?

A_ The significance of this practice iIs that patent

examiners are trained that a patent application is much
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application claim is fatally flawed in that i1t violates
this statutory requirement that the claims particularly
point out and distinctly claim an invention. It"s
actually relatively rare, although it does happen, that
claims are ultimately found to be indefinite, and
invalid because of that.

Q- Mr. Nusbaum, do patent examiners operate under
any time constraints?

A_. Yes. Patent examiners do operate under time
constraints. Every examiner in the Patent & Trademark
Office 1s assigned a productivity quota defining the
average time they have to spend on an average patent
application.

Q. Did you personally have a productivity quota
when you were examining applications in the computer
system art?

A. Yes, | did.

Q. What was that?

A. When 1 was a primary patent examiner, my
productivity quota was 23.4 hours, and what that means
is that I was responsible for reviewing the patent
application and claims, searching the prior art,
drafting a first office action, reviewing examiners®
responses, all the work that needed to be done, this is

for an average patent application, was supposed to be
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done iIn that period of time.

Q. We"re going to turn now to the Rambus patent
tree. We have both a blow-up exhibit to set on an
easel, and also smaller copies for everyone to follow.

I think we will mark it as a demonstrative. What are we
up to?

JUDGE McGUIRE: 1 believe it will be DX-14 if
I"m not mistaken.

MR. STONE: I believe that®s right, Your Honor.

MS. MICHEL: Your Honor, may | approach and hand
you a copy of the exhibit, also?

JUDGE McGUIRE: Please.

(DX Exhibit Number 14 was marked for
identification.)

MS. MICHEL: Your Honor, do you have any
preference as to where we place an easel with a blow-up
on it? We are going to have several such demonstratives
today.

JUDGE McGUIRE: Maybe right over here where 1
can see it and it can also be seen by opposing counsel.

MS. MICHEL: Thank you. Well, we have to make
sure he can see it as well, and the witness.

MS. MICHEL: Yes.

BY MS. MICHEL:

Q- Well, luckily we all have small ones of DX-14.
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parties have stipulated to the accuracy of the tree.

JUDGE McGUIRE: Mr. Stone, is that correct?

MR. STONE: Yes, Your Honor.

JUDGE McGUIRE: Okay, so noted.

BY MS. MICHEL:

Q. Mr. Nusbaum, please describe just very generally
what the exhibit shows.
A. It may help if I can approach the exhibit.

JUDGE McGUIRE: Yeah, go ahead.

THE WITNESS: What this Rambus tree shows is in
the upper left-hand corner of the tree, the very first
filed Rambus patent application is designated which is
application 07/510,898. This application was filed on
April 18th, 1990. Every patent application and issued
patent that®s represented on this chart flows from this
single Ffirst filed patent application.

On the right-hand -- along the right-hand margin
of the exhibit is the year 1990, which is lined up with
the filing -- the year of filing of the originally filed
Rambus application, and then down the right-hand margin,
the various years are indicated through 2003.

All the patent applications that -- well, Ffirst
of all, the patent applications are indicated in this
chart, if you take a look at the key, in blue. The

patents, on the other hand, which matured from patent



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

applications to which they are linked on this tree are
indicated in yellow, by a yellow rectangle, and the
patents that have been asserted by Rambus in patent
litigation are indicated by yellow rectangles
circumscribed by red.

In the middle of this chart is a date indicating
June "96 with a red dotted line, and this is the date
that the FTC is alleging that Rambus ceased becoming a
member of JEDEC.

BY MS. MICHEL:

Q- Mr. Nusbaum, 1 believe you said the patent
applications shown on the chart flow from the "898
application. Can you explain what you meant by that?

A. Yes. Each of these applications is either
what"s referred to as a continuation application or a
divisional application of the originally filed patent
application.

Q. Okay, thank you. You can have a seat, please.

You just mentioned continuation application.
What is a continuation application?

A_ A continuation application is a patent
application that names one or more of the inventors of a
prior patent application that was filed during the
pendency of the prior application. What 1 mean by

pendency is while the prior application was pending
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claims subject matter that is present in the current
application, and that subject matter is filed with the
divisional application.

JUDGE McGUIRE: Now I"m confused, again, just so
I"m clear as to these two types of applications, you
know, what®"s the chief distinction between the two that
you have just testified on?

THE WITNESS: The chief distinction is that a
divisional application will typically arise when a
patent examiner looks at a parent application and
decides that there"s multiple inventions, multiple
claimed inventions. And what the examiner does is sends
a communication to the patent applicant that"s called
the restriction requirement, and requires the applicant
to elect one of these groups of inventions. The
applicant will prosecute in the original parent
application the chosen or elected group of inventions.
To those groups of inventions that aren"t elected, the
applicant may choose to file divisional applications
which are directed to these different groups of claimed
inventions that were not elected, or not chosen.

JUDGE McGUIRE: 1Is it fair to say that they are
in their own right claims that emanate, you know, from a
founding application? Are they claims within

themselves?
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THE WITNESS: Yes. That"s correct. For
example, an examiner may say that in an original
application their claims 1 to 5 define one group of
inventions and 6 to 10 define an independent and
distinct group of inventions, and the examiner may --
the applicant may choose to prosecute in the original
case claims 1 to 5, the applicant would then later file
a divisional application that would be restricted to
claims 6 to 10.

JUDGE McGUIRE: Okay. All right, go ahead.

BY MS. MICHEL:

Q. Did Rambus receive a restriction requirement
during prosecution of the "898 application?

A. Yes. Rambus during the prosecution of the Ffirst
filed application received an l1ll-way restriction
requirement.

Q- And just very generally, what was Rambus*®
response to that restriction requirement?

A_. Rambus chose to prosecute one of those 11 groups
of claims in the originally filed "898 application, and
then Rambus on | believe i1t was March 5th, 1992, filed
10 divisional applications. And if you see the first --
the line of 10 applications that are aligned by 1992,
those are the 10 divisional applications that were filed

on March 5th, 1992.
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Q- In terms of identifying prior art, what"s the
significance that the applications on the Rambus patent
tree are continuations on divisionals?

A. Presuming that the original application
satisfies the disclosure requirements that I identified,
the three disclosure requirements, and then if, for
example, we"re dealing with a patent application that
unfortunately I can"t identify specific applications due
to my inability to read this, but let"s just presume
that a patent application, and there were some here that
were filed in 1995. So, the individual filing date for
that application, the actual filing date for that
application is some time in 1995.

And then let"s presume that there was a

publication that arose of that exact same claimed

invention In 1993. Let"s presume it was anthat exact same claimed
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Q. Okay, why would an applicant typically file a
continuation application?

A_ A patent applicant would file a continuing
application for a number of different reasons. A patent
applicant might receive a final rejection from a patent
examiner, and decide that rather than appealing the
final rejection to the board of appeals, that they would
be better served by submitting further arguments to this
same patent examiner. That could be done by filing a
continuation application, paying a new government Ffiling
fee, and starting a process anew.

Also, continuing applications are filed to
permit an original application to issue into a patent,
and to seek claims that are of a different scope than
the prior application. And in this fashion, build up a
patent portfolio.

Q. Can events in the prosecution of a parent patent
application impact a continuing application?

A. Yes. They surely can. With respect to commonly
disclosed subject matter between a parent application
and a continuing application, and in the case of the
continuation application, there®s an exact
correspondence between the two specifications,
typically, that the parent application and continuation

application prosecution is treated as being a continuous
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transaction before the Patent & Trademark Office.

So, the parent application prosecution may well
be used, for example, to continue the claims of the
continuing application.

Q. I would like to turn now to CX-1451, and it"s
the "898 patent application. Mr. Nusbaum, do you
recognize this exhibit?

A. Yes, I do.

Q. And what is it?

A. This exhibit is the -- is a copy of the
originally filed Rambus patent application that 1
pointed to that was in the upper left-hand corner of the
Rambus patent tree, through which all the other patent
applications flowed.

MS. MICHEL: Your Honor, we"re going to
distribute copies. Would you like a full copy of this
exhibit?

JUDGE McGUIRE: 1Is it going to be on the ELMO?
When you say copies, of what?

MS. MICHEL: The application itself is about 150
pages. We®"ll be looking at some specific pages.

JUDGE McGUIRE: No, 1 do not need a specific
set. 1 can just view it off the ELMO.

MS. MICHEL: 1 think we will, however,

distribute copies to opposing counsel, if they wish.
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JUDGE McGUIRE: Yes, they would like that.
BY MS. MICHEL:

Q- Mr. Nusbaum, how many original claims were
submitted with this application?

A_. There were 150 original claims submitted with
this patent.

Q- All right, and where are they located in the
document?

A_. Patent application claims are always towards the
end or at the end of the patent specification, and in
this case, if you look at page 63, the typewritten 63,
which denotes page 63 of the specification, through page
124, are the original claims, the 150 original claims.

Q. Okay, 1 would like to start by looking at claim
1. With reference to claim 1, could you just explain to
us the different components of a patent application.

A_. You mean the different components of a patent
application claim?

Q- Oh, I™"m sorry, yes, excuse me. Could you just
please give us a general explanation of the different
components of a patent claim and use claim 1 as an
example to illustrate the point.

A. Yes. Claim 1 is an example of a claim, and it
begins -- it"s a single sentence, it begins with a

capital letter and ends with a period. The portions of
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A_. Claim 1 is an example of an independent claim.
It stands on its own, it doesn"t refer to any other
claim. It"s independent. On the other hand, claim 2 is
a typical example of a dependent claim. It reads, "The
memory subsystem of claim 1," and what that means is
that you can treat claim 2 as if all the limitations of
claim 1 were physically incorporated into claim 2, but
claim 2 is dependent upon claim 1, and therefore it"s
referred to as a dependent claim.

Q. How are patent examiners trained that claims
should be interpreted with respect to the patent
application?

A_ Patent examiners are trained that claims are not
to be read in a vacuum, but rather that they must be
interpreted in light of the patent specification. At
the same time, patent examiners are also trained that
they are not to import limitations from the patent
specification into the claim that are not otherwise
present in the claim.

Q. Is there a claim interpretation standard that
patent examiners are required to use?

A. Yes, there certainly is. The claim
interpretation standard that patent examiners are
required to use is the broadest reasonable

interpretation consistent with the specification.
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Q. Could you please explain for us what that means?

A. Yes. The broadest reasonable interpretation
standard that examiners are required to employ means
that examiners are to view claimed terminology as
broadly as they reasonably can view the terminology.
For example, if there"s a claim limitation that calls
for a plurality of devices, and in the patent
specification there are ten devices shown, the broadest
interpretation of that terminology would be two or more.
The examiner is trained not to be focused on the fact
that the specification talks about 10. Similarly, with

the term "memory device," the specification may describe
certain types of memory devices, such as DRAMs or
SDRAMs, but an examiner in interpreting memory device
would lBook far more broadly at the term "memory device,"
and be trained to keep in mind to be looking for any
type of memory device.

Q. Why is this claim interpretation approach used
in the PTO?

A. This claim interpretation approach is used in
the Patent & Trademark Office because it"s very
important that once a patent issues, and is asserted in
a litigation, that a patentee doesn"t assert an

interpretation of a claim that"s actually broader than

what the patent examiner was using when he was searching

1518
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for the prior art in determining patentability with
respect to the prior art.

IT this standard were not employed, then, and
examiners were viewing claims too narrowly and an
applicant or patentee were to follow and interpret the
claim broadly, what really may happen is that a patentee
may be asserting a claim that an examiner, if he had a
broader view, would recognize would be unpatentable over
the prior art.

Q. Switching gears, are there any limitations of
claim 1 that are essentially repeated in the majority of
the 150 claims?

A_. Yes, there definitely are.

Q. With reference to claim 1, what are those
limitations?

A. In the context of referring to a bus, that
carries substantially all address, data and control
information, there®s a limitation that said bus
containing substantially fewer bus lines than the number
of bits in a single address, and said bus carrying
device-select information, without the need for separate
device-select lines, connected directly to individual
memory devices.

Q. Which of the 150 claims contain those

limitations? Generally.
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A. There are 20 independent claims among the 150
claims iIn this application. Eighteen of those 20 claims
include at least one of these two what 1711 refer to as
multiplex bus limitations. OF those 18 independent
claims, 16 of the independent claims include both those
limitations.

Q- Do you recall which claims do not contain those
limitations?

A. Yes. Claims 73 to 81 do not contain those
limitations, and claims 91 to 94. There"s two
independent claims in those groupings, claim 73 is an
independent claim, and claim 91 is an independent claim.

Q. Let"s come back to that. First, looking at the
limitation of claim 1, which recites, "Said bus
containing substantially fewer bus lines than the number
of bits in a single address,'" does the "898 patent
specification describe that phrase?

A. Yes, it does.

Q- And do you recall where? Or can you give us an

example?
A. Yes. |If one turns to the summary of the
invention. In the context of describing the present

invention as opposed to an exemplary implementation,
this is on page 7 of the specification, the summary of

the invention.
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Q- Okay.
A. It"s stated that ""The present invention includes

a memory subsystem,"™ and there®"s a discussion of the bus
carrying substantially all address, data and control
information. And then i1t"s stated in lines 16 and 17,
that "the bus has substantially fewer bus lines than the
number of bits in a single address.”™ Additionally, with
respect to characterizing the buses having very few
lines, towards the end of page 7, there®s an indication
that, "The new bus,' going over to the next page,
"Includes clock signals, power and multiplexed address,
data and control signals.” And then it"s stated, "In a
preferred implementation, 8 bus data lanes and an
address valid bus line carry address, data and control
information for memory addresses up to 40 bits wide."

So, there is an example there of the bus lines
being substantially less than the number of lines iIn a
single address.

Q. Does the detailed description of the invention
section of this patent application provide any examples
describing the phrase "'substantially fewer bus lines
than the number of bits in a single address?"

A. Yes. |If one turns to the very fTirst sentence of
the detailed description of page 11 of the

specification.
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Q- And 1 believe that"s page 13 in the exhibit.

A. There"s an indication that "The present
invention iIs designed to provide a high-speed
multiplexed bus for communication.” There is an
indication in lines 22 to 23 that, ""The bus consists of
a relatively small number of lines,"™ once again this
theme of small number of lines connected in parallel to
the bus. And then, at page 14 of the exhibit, at page
12 of the spec, there"s a further example where it"s
indicated that, "Using the organization described
herein, very large addresses (40 bits in the preferred
implementation) and large data blocks (1024 bites) can
be sent over a small number of bus lines (8 plus one
control line in the preferred implementation.)"

BY MS. MICHEL:

Q. Now turning to the other implementation of claim
1, which you identified, which I believe you said stated
the bus carrying device-select information without the
need for device-select lines, does the "898 patent
specification describe that phrase?

A. Yes, it does. Once again, at page 9 of the
exhibit, and the summary of the invention, and once
again in the context of describing the present invention
as opposed to an exemplary implementation, the present

invention iIs described as including, and this is in line
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1 17 through 19, that, "'The bus carries device-select

2 information without the need for separate device-select
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indicates more specifically what this system covers in a
dependent claim context, and that is claim 78, which
indicates that "A semiconductor device has an internal
device clock generating means to derive the midpoint
time between set early and corresponding late bus clock
sighals and to generate an internal device clock
synchronized to said midpoint in time.”" So, the result
is that there is an average clock signal that is
generated.

Q. I1¥ you will now please turn to claim 91. You
mentioned that this claim also does not contain the two
limitations that we discussed. What generally does this
claim cover?

A. Claim 91, as indicated, in the claim preamble,
is directed to a package, the package contains a
semiconductor die, and the next paragraph there®"s an
indication that the package comprises a plurality of bus
connecting means for connecting to a plurality of
external bus lines. There are some other limitations,
but at the end of the claim there"s the requirement that
"each of the external bus lines can be connected to said
corresponding connecting area on the semiconductor die
by bus connection means that are positioned along a
single side of the package."

MS. MICHEL: Your Honor, 1 would like to request

1524
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complaint counsel®s case.

JUDGE McGUIRE: All right, then I"11 entertain.

MR. STONE: Your Honor, my point is it"s not in
dispute.

JUDGE McGUIRE: 1t"s not in dispute, but as an
aid to the court, 1 will entertain the answer. Go
ahead.

BY MS. MICHEL:

Q- Thank you.

Mr. Nusbaum, could you explain, please, the
basis for your belief that the original 150 claims do
not cover JEDEC-compliant SDRAMs?

A. Yes. With respect to the 18 out of the 20
independent claims, that is all claims except for 73 to
81, and 91 to 94, as | testified, there are claim
limitations of one out of the two multiplex bus related
limitations that 1 identified. More particularly,
there"s a limitation in the context of a bus that
carries substantially all address data and control
information, that that bus contain substantially fewer
bus lines than the number of bits in a single address.

Looking at Mr. Rhoden"s presentation, one could
see a wide bus that did not have substantially fewer bus
lines than the number of bits in a single address.

Additionally, with respect to the second so-called
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multiplex bus limitation, there®s a requirement that the
bus carrying device-select information, without the need
for separate device-select lines that are connected
directly to individual memory devices. Well, as we saw
in the JEDEC presentations by Mr. Rhoden and also by Mr.
Williams, that there®s chip select lines that are
involved in a JEDEC-compliant SDRAM that are indeed
connected directly to individual memory devices.

So, with respect to 18 out of the 20 independent
claims, in all claims but 73 to 81 and 91 to 94, those
limitations form a basis for why they cannot cover a

JEDEC-compliant SDRAM.
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what a reasonable patent attorney or engineer would have
understood about the original patent application, which
was public as of 1993 or earlier. And 1 believe that
testimony from an expert like Mr. Nusbaum about how a
reasonable patent attorney would have viewed that patent
application is, in fact, relevant to that issue.

MR. STONE: Your Honor, that"s not the issue
we"ve put in the case, but even if it were the issue
that we put in the case, that doesn®"t go to the question
of whether inventors would confer with their patent

attorney, and that"s the question pending. And in this
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lawyers did or did not carry out what they“re required
to do by whatever the standard of care is, and in this
case, if they did confer or didn"t confer, that would be
a matter of fact. There"s no purpose for having opinion
testimony as to whether an attorney should or should not
talk to the inventors.

MS. MICHEL: Your Honor, perhaps I can rephrase
the question in a way that alleviates the objection.

JUDGE McGUIRE: Okay, go ahead.

BY MS. MICHEL:

Q- Mr. Nusbaum, would a reasonable patent attorney
reading the "898 application and the original 150 claims
have expected the patent attorney involved in the
application to have conferred with the inventors?

MR. STONE: Your Honor, there are two part
objections. | mean, first, there"s still no reason for

whether somebody would assume that you have conferred
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ultimately issue.

JUDGE McGUIRE: Well, now he has been qualified
as an expert in two areas, patent law practice and
patent law. So, 1 would assume that under either of
those criteria, he should be allowed to answer that
inquiry.

MR. STONE: No, because this is neither a
question of patent law, this is not an issue of patent
law, he has talked about the law, this is an issue about
what people would do upon seeing an application.

JUDGE McGUIRE: How about patent law in the
practice?

MR. STONE: No, this is not the practice of
patent law. This is something that most often is done
as the facts will bear out by engineers. 1t"s not the
practice of patent law. He doesn"t as part of his
practice conduct investigations where he looks at
published patent applications and tries to advise people
on the ultimate scope of claims that may issue. And he
was asked this at his deposition, he says I can"t
remember ever having done it. So there®s no --

MS. MICHEL: Your Honor --

JUDGE McGUIRE: 1711 give you a chance, Ms.
Michel, let him finish.

MR. STONE: So, there is no basis in his
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expertise or his experience to offer this opinion.

JUDGE McGUIRE: All right, Ms. Michel?

MS. MICHEL: Your Honor, 1 think Mr. Stone"s
reading much more into the question than actually
exists. | am not asking Mr. Nusbaum to testify to
anything about claims that might come out of the
specification, and nor will 1 in the following
questions. The question was simply directed towards how
a patent attorney seeing the original "898
specification, which was public at one point, would
understand about a consultation. |1 think that the
follow-up question will go to that.

JUDGE McGUIRE: 1 will entertain the objection,
I will overrule the objection. You can take it up on
cross examination, if you please.

MS. MICHEL: Could 1 ask the court reporter to
read back the question 1 asked.

(The record was read as follows:)

"QUESTION: Mr. Nusbaum, would a reasonable
patent attorney reading the "898 application and the
original 150 claims have expected the patent attorney
involved in the application to have conferred with the
inventors?"

THE WITNESS: Yes. I --

MR. STONE: Your Honor, all he"s been asked to
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statistical study to determine how many inventors confer
with their attorneys before patent applications are
filed?

A. No, I have never conducted any such statistical
study, nor am 1 aware that any exists.

Q. Is there any requirement of the patent office
that a patent attorney certify amount of time he has
spent talking to the inventor before he files an
application on his behalf?

A. Of course not.

Q. Can a patent attorney write an application and
submit It to the patent office consistent with the rules
of conduct, without meeting and conferring with all the
inventors?

A_. It is possible, yes.

Q- And in your experience, have you ever set up two
stacks of patent applications, those that have been
written without conferring with the inventors and those
that have been written after conferring with the
inventors and performed some sort of study that lets you
look at those applications and determine from their
content whether the attorney did or did not confer with

the inventors?
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the application whether the inventor had consulted with
the lawyer who prepared it or not. He says there"s no
way of knowing. And I think that establishes that
there®s no basis for him to express an opinion by
looking at the "898 application as to whether you would
assume that there had or had not been such consultation.

JUDGE McGUIRE: Again, 1 am going to let you
take that up on any cross examination. |1 think that"s
where that ought to lie. Go ahead, Ms. Michel.

FURTHER DIRECT EXAMINATION9
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he or she can in order to make sure that claims are
formulated that give an applicant the protection that
the applicant merits when considered in light of the
prior art that the patent 