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INTRODUCTION 

In response to the July 21,2004 Order from the Court, the United States 

Patent and Trademark Office ("USPTO), with the support of United States 

Department of Justice ("DOJ") and the Federal Trade Commission ("FTC"), 

respectfully submits this amicus curiae brief. See also Fed. R. App. P. 29. 



STATEMENT OF INTEREST 

The United States' strong interest in a fair, stable, predictable, and efficient 

patent system embraces a number of perspectives, including: (i) the USPTO's 

responsibility for examining all patent applications, and construing the claims 

therein; (ii) DOJ's and the FTC's interest in advancing consumer welfare through 

enforcement of competition laws and advocacy on competition-related issues; 

(iii) as a patent holder; and (iv) as a defendant in patent infringement actions. 



ARGUMENT 

I. Introduction and Background - Overview of Claim Construction 
Precedent and Policy 

Claim construction necessitates balancing the public notice function of 

patents with the sometimes competing policy of a fair scope of protection for 

patentees. As the Supreme Court noted, "[ilt seems to us that nothing can be more 

just and fair, both to the patentee and to the public, than that the former should 

understand, and correctly describe, just what he has invented, and for what he 

claims a patent." Menill v. Yeomans, 94 U.S. 568,573-74 (1876). 

Ideally, the patentee's correct description of the invention should be clearly 

reflected in the claims. Yet patent infringement and invalidity cases routinely 

involve disputes over the meaning of claim language. Principles of claim 

construction that stress the understanding of persons of ordinary skill in the art 

facilitate equitable treatment of patentees and the public, and should produce 

predictability in claim interpretation. 



A. Markman and Cvbor: Claim Interpretation as a Legal Issue 
Subject to De Novo Review 



contradict intrinsic evidence or to vary the scope of the claims. Id. at 1584. Also 

Vitronics noted that among the types of extrinsic evidence, "prior art documents 

and dictionaries, although to a lesser extent, are more objective and reliable 

guides" than expert testimony, which tends to be biased. Id. at 1585. 

C. Texas Digital: Heightened Reliance on Dictionaries 

Texas Digital Svstems. Inc. v. Telegenix. Inc., 308 F.3d 1193 (Fed. Cir. 

2002) seemed to contradict some of the holdings of Vitronics, and elevated the 

importance of dictionaries. The Texas Digital court opined that routinely looking 

to dictionary definitions first, as the baseline for a claim construction analysis, 

would help avoid improper importation of limitations from the specification and 

further the goal of giving claim terms their 



meaning" according to the dictionary, unless "compelled otherwise." Id. at 1203. 

According to Texas Digital, a court may depart from the dictionary definition in 

two limited circumstances: (i) lexicography, when the specification sets forth an 

explicit definition of the term the 



resulted in a broadening of claims beyond what the public record likely reflects to a 

person of ordinary skill in the art. In Nvstrom v. Trex Co., 374 F.3d 1105, 1106 

(Fed. Cir. 2004), the majority interpreted the term "board" to cover not only wood, 

but any hard surface, even though, as the dissent noted, it is unclear that the 

specification would support such a broad definiti~n.~ In other instances, with 

multiple dictionaries in play, the Court selected a narrower definition. For 

example, Intellectual Provertv Dev.. Inc. v. UA-Columbia Cablevision of 

Westchester. Inc., 336 F.3d 1308, 13 15-16 (Fed. Cir. 2003) adopted a more 

restrictive definition of "high frequency" common to all the dictionary sources 

consulted, and rejected the contention that looking at the dictionary before the 

intrinsic evidence "put the cart before the horse." 

Resorting to different dictionaries from case to case has undermined the 

clarity and predictability that Texas Digital sought, because the uncertainty about 

which dictionary the Court will use prevents patent applicants from adjusting their 

expectations around a particular, designated dictionary. For instance, in Int'l 

Rectifier Com. v. IXYS Corn., 361 F.3d 1363 (Fed. Cir. 2004), the Tenge9e"782tTc e4.Cir.2793 218.599ee58 0 
[(TeThi)751design to 



relied on Webster S Ninth New Collegiate Dictionary, but this Court relied instead 

on Webster 's Third New International Dictionary, and reversed the district court's 

construction of one term based on a usage note from Webster S Third. In TI Group 

Automotive Svstems. Inc. v. VDO North America LLC, 375 F.3d 1126 (Fed. Cir. 

2004), this Court relied in part on the Oxford English Dictionary, while in Anchor 

Wall Systems, Inc. v. Rockwood Retaining Walls. Inc., 340 F.3d 1298, 13 11 (Fed. 

Cir. 2003), this Court turned to Webster's Third, although the district court had 

relied on Merriam- Webster Collegiate Dictionary. 

Moreover, the lack of clarity as to which dictionary to use is further 

complicated by the lack of clarity as to which definition within aparticular 

dictionary to use. See Nvstrom, 374 F.3d at 11 12 (relying on the second of two 

definitions of "board found in The American Heritage Dictionary). Another 

growing phenomenon is the use of dictionaries sequentially to define term after 

term. For example, in Novartis Pharmaceuticals Corp. v. Eon Labs Mfp., 363 F.3d 

1306, 1308-10 (Fed. Cir. 2004), the Court divided the term "hydrosol" into its 

component terms, consulted dictionary entries first for those terms, then again for 

other terms in the dictionary entries. Thus, even with an established approach of 

turning first to dictionary evidence, the interested parties cannot anticipate which 

sources or definitions will determine claim meaning, or which terms within a 



definition the court might decide require further definition. 

More fundamentally, the use of dictionaries as the initial baseline for the 

meaning of claim language, instead of the intrinsic evidence, runs counter to the 

long-established doctrine that claims should be understood in view of the 

specification as a whole. "[Ilt is fundamental that claims are to be construed in the 

light of the specifications and both are to be read with a view to ascertaining the 

invention." United States v. Adams, 383 U.S. 39,48-49 (1966). Primary reliance 

on dictionaries that are not part of the patent's public record subordinates the 

patentee's own explanation of his invention in favor of a dictionary definition 

never at issue during the patent prosecution before the USPTO. 

11. Claim Construction Should Start with the Intrinsic Evidence 

A. Intrinsic Evidence 

Our first issue - how and to what extent various types of evidence should be 

relied on in claim construction - relates to questions (1) through (4) and (6). As 

Vitronics stated, reliance on the intrinsic evidence as the starting point for 

interpreting claims preserves established doctrines of patent law, does not upset 

settled expectations, and achieves a reading of patent claims that serves the public 

notice function of claiming while remaining fair to the patentee. "The 

specification contains a written description of the invention which must be clear 

9 



and complete enough to enable those of 





520 US. 17,41 (1997 ) (Ginsburg, J., concurring). Given the effort to make the 

significance of 



implication. This Court has correctly observed that the use of "a claim term 

throughout the entire patent specification, in a manner consistent with a single 

meaning" may define that term "by implication." Bell Atlantic Network Services, 

Inc. v. Covad Communications Group, 262 F.3d 1258, 1271 (Fed. Cir. 2001). 

Thus, in selecting among several possible ordinary meanings, one meaning may be 

inferred from the patent specification's use of the term throughout in a manner 

consistent with that particular meaning of the term. 

B. Extrinsic Evidence, Including Dictionaries 

Claims must be construed from the perspective of one of ordinary skill in the 

art, and a judge attempts to replicate that perspective in reviewing the intrinsic 

evidence. Brookhill-Wilk 1. LLC v. Intuitive Surgical. Inc., 334 F.3d 1294, 1298 

(Fed. Cir. 2003) ("The words used in the claims are examined through the viewing 

glass of a person skilled in the art"). Thus, the courts may turn to extrinsic 

evidence to aid in finding the level of ordinary skill in the art, in understanding the 

intrinsic evidence, and in discerning the meaning that one skilled in the art would 

give claim terms when read in the context of the entire specification. A judge may 

consider extrinsic evidence as to whether a common term has a special meaning in 

the relevant field. For a term without a special art-recognized meaning (e.g., 

"between"), the judge may not need to consult any extrinsic source. Nonetheless, 



even with 



understanding of one of skill in the art at the time of invention. . . ."). "While 

extrinsic evidence can shed useful light on the relevant art - and thus better allow a 

court to place itself in the shoes of a person of ordinary skill in the art - the 

'intrinsic evidence is the most significant source of the legally operative meaning 

of disputed claim language."' Vanderlande, 366 F.3d at 13 18. 

The very nature of a patent as a legal document demands that the 

specification, rather than evidence extrinsic to the patent like dictionaries, serve as 

the primary source for determining its legal scope. A "patent is a fully integrated 

written instrument." Markman, 52 F.3d at 978. For that reason, claim construction 

is "a necessarily sophisticated analysis of the whole [patent] document required by 

the standard construction rule that a term can be defined only in a way that 

comports with the instrument as a whole." Markman, 517 US. at 389. 

C. Other Doctrines Which Assist in Arriving at and Confirming the 
Proper Construction of a Claim Term 

Where ambiguity remains after the review of the intrinsic evidence, aided by 

extrinsic evidence where needed, application of other doctrines, such as claim 

differentiation and construction to preserve validity, become appropriate 

considerations 

 Tf
0lul-0.00view Tc 149928 0e7234.478969 3 Tc 3e4.0089 Tc 5evi.0wh2Whid9( Tfuspect <</BBld )]TJ
T3T
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claim does not contain a certain limitation and another claim does, that limitation 

cannot be read into the former claim in determining either validity or 

infringement." SRI Int'l v. Matsushita Elec. Corp., 775 F.2d 1107, 1122 (Fed. Cir. 

1985) (en banc). However, reliance on claim differentiation should be reserved for 

those situations where the review of the intrinsic and extrinsic evidence fails to 

yield a single clear definition. This prevents claim differentiation from improperly 

"overshadow[ing] the express and contrary intentions of the patent draftsman." See 

Hormone Research Foundation. Inc. v. Genentech. Inc., 904 F.2d 1558 (Fed. Cir. 

1990). 

Similarly 



2001), "claims can 



description part of the specification itself does not delimit the right to exclude. 

That is the function and purpose of claims." 52 F.3d at 980. The Texas Digital 

court's motivation for advocating starting with dictionaries rather than the intrinsic 

evidence was the frequent mistake of impermissibly importing limitations from the 

specification. See Texas Dieital, 308 F.3d at 1204. Despite the government's 

recommendation to scale back the use of dictionaries as the baseline for claim 



of these axioms to us as if the axiom were sufficient, standing alone, to resolve the 

claim construction issues we are called upon to decide, the axioms themselves 

seldom provide an answer, but instead merely frame the question to be resolved." 

Id. - 

Additional guidance by this Court on the issue could assist the district courts 

in resolving this tension. As a general matter, courts should be less inclined to 

infer a more narrow definition of a disputed claim term from the specification if a 

person of ordinary skill in the art would consider the feature relied on from the 

specification "exemplary" or insignificant to the essence or primary purpose of the 

invention. As this Court in Alloc phrased it, the balance between construing in 

light of the specification and impermissibly importing limitations, "turns on how 

the specification characterizes the claimed invention." 342 F.3d at 1370. This 

Court has attempted to interpret claims to encompass a feature that the 

specification describes as essential to the invention, or that the specification used to 

distinguish the prior art. For example, in SciMed Life Systems. Inc. v. Advanced 

Cardiovascular Svstems. Inc., 242 F.3d 1337, 1344 (Fed. Cir. 2000) and in Wang 

Labs. v. America Online. Inc., 197 F.3d 1377, 1384 (Fed. Cir. 1999), this Court 

held that claims cannot be construed as encompassing prior art that was 

distinguished in the specification and disclaimed during prosecution. Toro Co. v. 





IV. Deference 

Our third issue (question (7)) 





These problems should be addressed by this Court providing additional 

guidance on general principles of claim construction. Such additional guidance 

will likely generate more consistent and well-reasoned district court decisions. 

Under de novo review, a district court's claim construction stands or falls on such 

persuasiveness. See Cybor, 138 F.3d at 1462 (Plager, J., concurring) ("Th[e] 

weight [given to a trial judge's view] may vary depending on the care, as shown in 

the record, with which that view was developed, 6sview was 50ary 



CONCLUSION 

In 
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