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FTC argued in that briefit is the role of the trial judge to determine the law of the case and it is
inappropriate to delegate that function to an expert by allowing testimony oortinelking legal
principles.”

Il. BACKGROUND
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otherwise define trade secrdtsin an antitrust case with mirror issues to this cse Court

excluded the testimony of plaintiff's law professor who sought to explain by reference to various
patent law doctrines that the defendant could ne¢ Inad a reasonable expectation of success in
the underlying patent litigation. In re Wellbutrin SR Antitrust Lifips. 045525, 045898, 05-

396, 2010 WL 8425189, at *8{E.D. Pa. Mar. 31, 2010). As noted, the FTC likewise
successfully moved to exale a retired Federal Judge’s testimony on the meaning of patent law
in an antitrust case that was based in part on patent fssndsed, the arguments in this brief
correspond closelfo those presented by the FTC in that case.

Theabovecases are dictly on point. HereProfessoifushnet’s anticipated testimony
consists largely of inadmissible explanations of the applicable trademark legal standards and
doctrines For example, Complaint Counsel seek to “educate” this Court by presenting the
opinions of their expert regarding what @ cannotonstitute trademark infringement or
trademark dilution. SeE@CXD0007003, 0056, -009;CX8014 TR0, 87. As inWellbutrin SR

they offer these doctrinal
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Trademarkand Advertisinglssues
Posedoy 1 r800'&xperts

Doessaleanduseof trademarkedtermsin
keywordadvertisingaloneconstitute
Infringement?
Doesempiricalevidencesuggesthat consumers

experiencdrademarkconfusionwhenthey see
rival adsgeneratedby keywordadvertising?

Arethe termsof the 1 r800'settlement
agreements‘commonplace”or remediesthat
courtswould order?

Doessaleanduseof trademarkedermsin
keyword advertisingaloneconstitutedilution?

CCXD0007-003



TrademarlkFramework

« Shorthandfacilitatescomparisonand
differentiationamongsimilarproductsT(tia)8.5(t)0.5(ic
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KeywordAdvertisingCases

e Casdaw consistentlyfavorscompetitive
advertising- “free riding” isreally_competition

o Casedr. Hogan citedo notstandfor the
propositionthat keywordadvertisingaloneis
Infringement

CCXD0007-005
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KeywordrOnlyCases

BlueNile— motionto dismissdeniedbecause
partieswere not direct competitors—
wholesalervs.retailer

FragranceNet motionto dismisselatedto
validity of Plaintiff'smarks,not to confusion

LBFTravel- DistrictJudgedid not rule on
dismissabf keywordinfringementclaims

RhinoSports- noliability for broad rmatching;
defendantfree to bid on genericterms

CCXD0007-006
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EmpiricalStudies

o Studiesshow:
— Variedsearchgoals

— Expectatiorof and appreciationfor comparative
advertising

 TheAmericanAirlinesstudiesaskthe wrong
guestions

e Confusioraboutwhethera searchesultis
organic orsponsoreds not trademark confusion

CCXD0007-007
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Remedies

No courthadound liability basedsolelyon
keywordbidding

No casesupportuseof broad matching
prohibition or negativekeywordrequirementasa
trademark remedy

No courthasmplementedreciprocalrestraints
on bidding

Hogan’s citedasesdo notsupportfinding of
“‘commonality”

Thereisno wayto saywhat settlementerms are
“‘common’

CCXD0007-008
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Dilution

* ProfessorGoodstein’'sonceptionof dilution is
not the legaldefinition

 Anti rdilutionstatute includesan explicitexclusion
for comparativeadvertisingike that at issuehere

CCXD0007-009
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Sourcel B0O0OF_00045485.xlsjtedin CX8014Tushnet RebuttdReport).

10
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SeeFirstAmendedComplaintat 25, Binderv. DisabilityGroup,Inc.,772F.
Supp.2d1172(C.DCal.2011),citedin CX8014TushnetRebuttalReport).

“[Defendant]DisabilityGroup,Inc. haspurchasedkeywords
comprised,n wholeor in part, of the BINDER: BINDERIARKS.
DisabilityGroup,Inc.hasusedthe BINDER: BINDERMIARK&sa
headingto link to Defendant’swebsite.”

Id. 1191 49 r50 (intern@alumberingomitted), citedin CX8014Tushnet
RebuttalReport).

CCXD0007-011
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Quotesfrom Cases

CCXD0007-013
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“Needlesgo say,adefendantmust do morethan
useanother’smarkin commerce toviolatethe
_anhamAct...We haveno ideavhether
Rescuecom caprovethat Google’s useof
Rescuecom’s trademark its AdWordsprogram
causedikelihoodof confusiomr mistake....
WhetherGoogle'sactuapracticeis in fact benign
or confusings not for usto judgeat thistime. We
consder at the 12(b)(6)stageonly what is alleged
In the Complaint.”

Resc;Jecom Corp. GoogleInc.,562 F.3d123,130-31 (2d Cir.
2009

CCXD0007-014



“[I]n the ageof FIOScablemodems,DSland T1lines,
reasonableprudentand



“Perhapsin the abstract,one who searchedor a
particularbusinesswith a strongmarkandsees
anentry onthe resultspagewill naturallyinfer
that the entry isfor that businessBut that
iInferenceis an unnaturalonewhenthe entry is
clearlylabeledasan advertisementandclearly
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“BecauseAmazonclearlylabelseachof the
productsfor saleby brandnameandmodel
numberaccompaniedy a photographof the
item, It Isunreasonabldo supposethat the
reasonablyprudent consumeraccustomedo
shoppingonlinewould be confusedaboutthe
sourceof the goods.”

Multi TimeMach.,Inc.v. Amazon.cominc.,804 F.3d 930938
(9th Cir. 2015)cert.denied 136 SCt. 1231(2016).

CCXD0007-017



“BPIpointsto no caseindicatingthat the simplepurchaseof
advertising



“The Hatfields usedip to sevenWebsitesto sell
Productsto the generalpublic. TheWeb sitesdisplayed
picturesanddescriptionsof Productsand used
Plaintiffs’trademarks.TheHatfields alsaisedPlaintiffs’
trademarksin the metatagsof their Websites.Further,
Defendantgaid a companycalledOverture.confor an
‘OverturePremiumListing’for ‘AustralianGold’and
‘SwedishBeauty,’guamlanteeingthat one of Defendants’
Web siteswould be amongthe first three listed if either
of Plaintiffs’trademarkswasusedin aninternet search

qguery.”

AustralianGold,Inc.v. Hatfield,436 F.3d 12281233(10th Cir.
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“We concludethat the factorsother than
evidenceof actualconfusion(evenif we assume
that 1 r800’snarkis a strongone)firmly support
the unlikelihoodof confusion.Thiscaselis readily
distinguishabldrom AustralianGold in which
the allegedinfringerusedits competitor’s
trademarkson its websites.”

1 BOOContacts)nc.v.Lens.Cominc.,722 F.3d 1229]1245(10th
Cir.2013).

CCXD0007-020
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF PENNSYLVANIA

FEDERAL TRADE COMMISSION : CIVIL ACTION
V.

ABBVIE INC., et al. : NO. 14-5151

ORDER

AND NOW, this 27th day of March, 2017, it is hereby
ORDERED that the motion of plaintiff Federal Trade Commission to
strike the report and exclude the testimony of defendants” legal
expert Roderick R. McKelvie (Doc. # 229) i1s GRANTED. See

Berckeley Inv. Grp., Ltd. v. Colkitt, 455 F.3d 195, 217 (3d Cir.

2006) .

BY THE COURT:

/s/ Harvey Bartle 111
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